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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1,2, 5-8, 14 and 16 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Claim 1, lines 3-4, the recitation that the first inner side and second inner side is 
"non-planar surface" constitutes new matter and is not originally supported. 
Furthermore, the first inner side and second inner side could even be considered 
planar, to an extent viewing Figs. 1b or 3. Accordingly, there is no exact measure as to 
what constitutes "planar" and "non-planar". In any case, such phrases constitute new 
matter and are even indefinite and inaccurate since the scope of the claims cannot 
clearly and accurately be ascertained. 

Claim 1 , line 13, the recitation that respective contours of said first and second 
inner sides "intermeshing" to align said first and second sections constitutes new matter 
since the term "intermeshing" 


Application/Control Number: 10/656,409 Page 3 

Art Unit: 1744 

3. Claims 10-13 and 15-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 10, line 16, the recitation "...to limit pivoting from said closed position..." 
makes the scope of the claim unclear since such recitation makes it appear that there 
can be some further pivoting taking place when in the closed position, which would be 
inaccurate. 

As for claim 16, viewing Fig. 1 b, it does not appear that the blade is tapered from 
a distal point "proximally" to the connection point (emphasis added) rendering 
confusion. 

Claim 17, lines 2 and 3, the connection point" (both occurrences) lacks proper 
antecedent basis. 


Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. ' 

5. Claims 3 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Whiting 2,106,584 (hereinafter Whiting). 

With respect to claim 3, the patent to Whiting discloses a foldable hand tool (Fig. 
1) having an open position (Fig. 1) and a closed position (Fig. 6), comprising a first 
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section 5 having a first inner side, a second section 6 having a second inner side, and a 
connector section at 4, 7, 8, said connector section connected pivotably to said first 
section 5 at a first connection point 7, and said connector section connected pivotably to 
said second section 6 at a second connection point 8, wherein said first connection 
point and said second connection point are spaced from one another (Fig. 1 ) and 
positioned such that said first inner side of said first section is capable of contacting said 
second inner side of said second section when said tool is in the closed position (Fig. 
6), an "alignment member" at 4 (i.e., the curved, domed-shaped part around the pin, 
rivet 4 in Fig. 3) affixed (at least indirectly to second section 6) to one of said first and 
second sections, and a recess in the other of said one of said first and second sections 
(i.e., first section 5 in Fig. 3), wherein said recess cooperates with said alignment 
member to assure proper alignment (Fig. 6) of said first section and said second section 
when the device is in the closed position. See final configuration of "alignment 
member" and "recess" where pin, rivet 4 is in Fig. 6. 

As for claim 4, said alignment member and said recess are deemed cylindrical in 
shape (Figs. 3 and 6). 

6. Claims 1 , 2, 5, 7 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Palamara 4,482,263 (hereinafter Palamara). 

With respect to claim 1 , the patent to Palamara discloses a foldable hand tool 
(Fig. 1) having an open position (Fig. 1) and a closed position (Fig. 3), comprising a first 
section 16 having a first inner side that is "contoured", a second section 17 having a 
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second inner side that is also "contoured", said second inner side being "contoured" 
complementarity to said first inner side, and a connector section at hinge 1 5 connected 
pivotably to said first section 16 at a first connection point 01 , and said connector 
section at 15 connected pivotably to said second section 17 at a second connection 
point 02, wherein said first connection point and said second connection point are 
spaced from one another (Fig. 1 ) and positioned such that substantially all of said first 
inner side of said first section contacts said second inner side of said second section 
when said tool is in the closed position (Fig. 3), respective contours of said first and 
second inner sides "intermeshing" (Fig. 3) to align said first and said second sections as 
the tool is moved into the closed position. 

As for claim 2, a protruding member defined by brush 12 is affixed to the first 
section 16. 

As for claim 5 reciting that the tool is a device for cleaning and reconditioning 
grooves on a golf club head, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

As for claim 7, said protruding member 12 is completely encapsulated (i.e., in 
trough 13) in the closed position (Fig. 3). 

As well as claim 14 is understood, said first 16, second 17, and connector 15 
sections are configured to limit pivoting from said closed position (Fig. 3), in which said 
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first and second sections are substantially parallel, to an open position in which said first 
and second sections are aligned to form a straight handle (Figs. 1 and 2). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention. was made. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Palamara. 

As for said first section and said second section each being approximately 2 
inches in length (if not already), it would have been obvious to one of ordinary skill in the 
art to have modified Palamara's first and second sections to be of such a length in order 
to be sufficiently graspable by a user without slippage during manipulation. 

9. Claims 1, 2, 5, 8, 10, 11, 14, 16 and 17 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Warren 416,526 (hereinafter Warren). 

With respect to claim 1 , the patent to Warren discloses a foldable hand tool 
having an open position (Fig. 1 ) and a closed position (Fig. 2), comprising a first section 
A having a first inner side that is "contoured", a second section C having a second inner 
side that is also "contoured", said second inner side being "contoured" complementarity 
to said first inner side (Fig. 3), and a connector section connected pivotably to said first 
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section at a first connection point O, and said connector section connected pivotably to 
said second section at a second connection point 0, wherein said first connection point 
and said second connection point are spaced from one another (Figs. 1-3) and 
positioned such that substantially all of said first inner side of said first section contacts 
said second inner side of said second section when said tool is in the closed position 
(Fig. 3), respective contours of said first and second inner sides "intermeshing" (at b, e 
in Figs. 2 and 3; p. 1, lines 77-84) to align said first and said second sections as the tool 
is moved into the closed position. 

As for claim 2, there is a protruding member comprising an arm or blade B. 

As for claim 5 reciting that the tool is a device for cleaning and reconditioning 
grooves on a golf club head, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

As for claim 8, the protruding member B comprises a blade. 

As well as claim 14 is understood, said first, second, and connector sections are 
configured to limit pivoting from said closed position (Fig. 3), in which said first and 
second sections are substantially parallel, to an open position in which said first and 
second sections are capable of being aligned to form a straight handle (Fig. 1). 

As well as claim 10 is understood, the patent to Warren discloses a foldable hand 
tool (Figs. 1-3), said tool having an open position (Fig. 1) and a closed position (Fig. 2), 
said tool comprising a first section A having a first inner side, a second section C having 
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a second inner side, an arm or rigid protruding member B affixed to said first section A, 
a recess or slot D disposed in said second section C and configured to receive said 
protruding member 12 (Fig. 2) when said tool is in said closed position, and a connector 
section pivotably connecting said first section to said second section, said connector 
section being connected pivotably to said first section A at a first "pin" O opposite said 
protruding member, said connector section further being connected pivotably to said 
second section at a second "pin" O opposite said slot, wherein said first "pin" O and said 
second "pin" O are spaced from one another and positioned such that said first inner 
side of said first section contacts said second inner side of said second section when 
said tool is in the closed position (Fig. 2), and wherein said first, second and connector 
sections are configured to limit pivoting from said closed position, in which said first and 
second sections are capable of being "substantially parallel" (Fig. 1), to an open position 
in which said first and second sections are capable of being aligned to form a straight 
handle (Fig. 1). 

As for cleaning grooves of golf clubs, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. 

As for claim 1 1 , said protruding member comprises an arm or blade B. 
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As well as claim 16 is understood, the blade B is deemed tapered from a distal 
point disposed proximally to the connection point on the first section A, to a proximal 
end disposed distally to the connection point on the first section A. 

As well as claim 17 is understood, the blade B is tapered from a distal point 
disposed proximally to the connection point on the first section, to a proximal end 
disposed distally to the connection point on the first section (see claim objection above). 

10. Claims 6, 12, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Warren. 

As for claim 12, Warren teaches a closed position of the tool in Fig. 2. When the 
tool is closed an "alignment member" a affixed to first section A which cooperates with a 
back of blade, wherein both of the recess and said alignment member extend in a 
direction perpendicular to a plane in which said first and second sections pivot. It is the 
position of the Examiner that one skilled in the art would find it obvious to provide for a 
recess being configured to intermesh with said alignment member to assure proper and 
secure alignment of said first section and said second section in said plane to ensure 
receipt of said rigid protruding member by said slot when the tool is in the closed 
position (already shown in Fig. 2). Such arrangement is already suggested by Warren at 
a different location where a pin or "alignment member" b cooperates with recess e (Figs. 
2 and 3). 
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As for claim 13, accordingly, the pin and alignment member are cylindrical in 
shape, and said alignment member is capable of being seated, at least partially, into 
said recess when said tool is closed. 

As for claim 15, each of said recess and said alignment member is uniform in 
transverse cross-section along the direction in which it extends. 

As for said first section and said second section each being approximately 2 
inches in length (if not already), it would have been obvious to one of ordinary skill in the 
art to have modified Warren's first and second sections to be of such a length in order to 
be sufficiently graspable by a user without slippage during manipulation. 

Allowable Subject Matter 

1 1 . Claims 9 and 1 8-20 are allowed. 

Conclusion 

12. To the extent that Applicant's arguments pertain to Whiting, claim 3, now 
amended in independent form (and claim 4 which depends on claim 3) have now been 
rejected by Whiting as explained above. Whiting teaches an alignment member and 
recess member as specifically explained in the above art rejection to Whiting. 
Applicant's arguments relating to claims 1, 2, 5, 7 and 8 are now deemed moot in view 
of such amendment to independent claims 1 and 3 but with respect to claim 1 are 
deemed adequately addressed above. 
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Similarly, with respect to Palamara, Applicant's arguments pertaining to claim 10 
are now deemed moot in view of the new grounds of rejection necessitated by 
amendment. Claims 1,2, 5-7 and 14 are now rejected based upon Palamara, and as 
clearly set froth above. 

Similarly, with respect to Warren, Applicant's arguments pertaining to claims 10- 
13 are now deemed moot in view of the new grounds of rejection necessitated by 
amendment. Claims 1, 2, 5, 8, 10, 11, 14, 16 and 17 are now rejected based upon 
Warren, and as clearly set froth above. As already clearly explained in the above 
rejections to Warren, Warren teaches a rigid protruding member, as well said first, 
second and connector sections are configured to limit pivoting from said closed position, 
in which said first and second sections are capable of being "substantially parallel" (Fig. 
1), to an open position in which said first and second sections are capable of being 
aligned to form a straight handle (Fig. 1 ). 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Randall Chin whose telephone number is (571) 272- 
1270. The examiner can normally be reached on Monday through Thursday and every 
other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran can be reached on (571) 272-1214. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 


Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


273-8300. 
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